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DETAILED ACTION 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, 8,10-16, 18-27, 29, and 31, as best understood by the examiner, are 
rejected under 35 U.S.C. 102(b) as being anticipated by Border (US Pat. 5,935,127). 

Border discloses an intramedullary nail for use with a first fastener and a second 
fastener for use in orthopedic surgery, said nail comprising a body (Fig. 1,10) defining a 
longitudinal axis thereof, the body defining an aperture (Fig. 1,16) therethrough, the 
aperture having a first portion (Fig. 1,17) capable of cooperation with a first fastener to 
provide dynamic fixation and having a second portion (Fig. 1, 22) capable of 
cooperation with a second fastener to provide static fixation. The definition of axis, 
according to the Merriam-Webster Online Dictionary, is "a straight line about which a 
body or a geometric figure rotates or may be supposed to rotate." Since the nail can 
rotate in any direction around any line or point where the nail exists in space, the axes 
can be anywhere in the body of the nail, in any orientation. This definition of axis will be 
applied throughout this office action. The "portions" can be considered part of the slot 
since they are continuous with the slot. 

The slot (Fig. 1,16) has a rectangular central section. As seen In Fig 1 , the cross 
section of the middle of the slot has a rectangular section, it also has a cylindrical end 
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section (Fig. 1, 26) adjoining the rectangular central section. The cylindrical end 
section is capable of matingly fitting with the first fastener. The cylindrical end section is 
capable of slidable fit and threadable fit with the first fastener. The definition of thread, 
according to the Merriann-Webster Online Dictionary, is "to pass something through in 
the manner of a thread". The end Is capable of threadable fit with the first fastener, 
since the screw could be placed through the end section. The aperture is capable of 
providing for a slidable fit of the first fastener with the body along the longitudinal axis 
the body. If the diameter of the fastener's body is smaller than the diameter of the 
aperture, there would be room enough for the screw to slide in the aperture. The slot 
further includes a second cylindrical end section (Fig. 1 , 22) opposed to the first 
mentioned cylindrical end section. The nail includes a resorbable component (Fig. 1,19) 
for cooperation with said body adjacent the aperture. The resorbable component 
comprises external threads formed thereon (column 4, lines 31-35). The slot defines a 
slot axis thereof, the slot axis being perpendicular to the longitudinal axis of said body. 

Border further discloses a kit for use in orthopedic surgery, the kit comprising: a 
first fastener (Fig. 3, 34); a second fastener (Fig. 3, 34); and an intramedullary nail 
comprising a body (Fig. 1,10) defining a longitudinal axis thereof, the body defining an 
aperture therethrough (Fig 1, 16), the aperture having a first portion (Fig 1,17) capable 
of cooperation with said first fastener to provide dynamic fixation and having a second 
portion capable of cooperation with said second fastener to provide static fixation (Fig. 
1 , 22). The slot has a rectangular central section. As seen in Fig 1 , the cross section of 
the middle of the slot has a rectangular section. It also has a cylindrical end section 
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(Fig. 1 , 26), which is attached to the rectangular section. The cylindrical end section is 
capable of matingly fitting with the first fastener. The cylindrical end section is capable 
of slidable fit and threadable fit with the first fastener. The aperture is capable of 
providing for a slidable fit of the first fastener with said body along the longitudinal axis 
of said body. The slot further includes a second cylindrical end section (Fig. 1, 22) 
opposed to the first mentioned cylindrical end section. The kit comprises a resorbable 
component (Fig. 1,19) capable of cooperation with said body adjacent the aperture. 
The resorbable component comprises external threads formed thereon (column 4, lines 
31-35) for cooperation with the internal threads of said body. The slot defines a slot axis 
thereof, the slot axis being perpendicular to the longitudinal axis of said body. 

The intramedullary nail of Border is capable of performing a method for use in 
orthopaedic surgery comprising: providing an orthopaedic surgery kit including a first 
fastener, a second fastener, and an intramedullary nail having a body defining 
longitudinal axis thereof, body defining an aperture therethrough, the aperture having a 
first portion for cooperation with the first fastener to provide dynamic fixation and having 
a second portion for cooperation with the second fastener to provide static fixation; 
cutting an incision in the patient; preparing a bone cavity; inserting the nail into the 
cavity; choosing one of static fixation and dynamic fixation for the surgery; selecting one 
first fastener and second fastener based on the choice of one of static fixation and 
dynamic fixation the surgery; and securing the chosen one of the first fastener and the 
second fastener into the nail. 
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Border further discloses an intramedullary nail for use in orthopaedic surgery, 
said nail comprising: a body (Fig. 1, 10) defining a longitudinal axis and a transverse 
axis thereof, the transverse axis being nomial the longitudinal axis, the body defining an . 
aperture (Fig. 1, 16) therethrough, the aperture being substantially longer in the 
longitudinal axis than in transverse axis. The aperture is longer in some directions than 
others, and, applying the definition of axis, the axis can exist anywhere the nail is and in 
any direction. The aperture defines an enlarged portion (Fig. 1, 17) thereof along the 
longitudinal axis. Enlarge is defined by the Merriam-Webster Online Dictionary as 
"extend." It is longer in one direction than the other (Fig. 1,17), hence it is extended in 
one direction and enlarged. The aperture has a rectangular central section. As seen in 
Fig. 1, the cross section of the middle of the slot has a rectangular section. The 
enlarged portion forms a generally cylindrical section and is positioned adjacent an end 
of the aperture. Viewing the enlarged portions from above the nail, as in Fig. 1 and Fig. 
5, they have a generally cylindrical shape. Border discloses a fastener (Fig. 3, 34) 
capable of cooperation with the body. The cylindrical section of said body is capable of 
matingly fitting with said fastener. The cylindrical section is capable of slidable and 
threadable fit with said fastener. The aperture is capable of a slidable fit with the 
fastener with said body, along the longitudinal axis of said body. The aperture further 
includes a second enlarged cylindrical section (Fig. 1, 22) opposed to the first 
mentioned cylindrical section. Border discloses a resorbable component capable of 
cooperation with said body adjacent the aperture (Fig. 1,19). The resorbable component 
comprises external threads formed thereon (column 4, lines 31-35). The enlarged 
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portion is adjacent an end of the aperture. According to the Merriam-Webster Online 
Dictionary, the definition of adjacent is "not distant". The enlarged portion Is only a few 
inches from the end of the aperture, which is not distant. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 7, 9, 17, 28 and 30, as best understood by the examiner, are rejected 

under 35 U.S.C. 103(a) as being unpatentable over Border in view of Emilio et al (US 

Pat. 5.814,047). 

Border discloses the claimed invention except for the body adjacent the first 
mentioned cylindrical end defining internal threads therein and the body adjacent the 
second cylindrical end defining internal threads therein. 

Emilio et al. disclose the body adjacent the first mentioned cylindrical end (Fig. 
12 below, 130) defining internal threads therein (Fig. 12, 131) and the body adjacent the 
second cylindrical end (Fig. 12, 140) defining internal threads therein (Fig. 12, 141) (see 
also Fig. 9 below), for engagement and guiding of screws (Column 5, lines 19-24). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to construct the body adjacent the aperture of Border with the 
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internal threads of Emilio et al., in order for the internal threads to engage and guide 
screws used to fasten the nail to the bone (Column 5, lines 19-24). 

With regard to statements of intended use and other functional statements, they 
do not impose any structural limitations on the claims distinguishable over Border in 
view of Emilio, which is capable of being used as claimed if one so desires to do so. In 
re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Furthermore, the law of anticipation does not require that the reference "teach" 
what the subject patent teaches, but rather it is only necessary that the claims under 
attack "read on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 
781 (CCPA 1983). Furthermore, the manner in which a device is intended to be 
employed does not differentiate the claimed apparatus from prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Response to Arguments 

Applicant's arguhients filed 09/28/2006 have been fully considered but they are 
not persuasive. 

in response to the applicant's argument that the Border reference does not 
disclose an aperture that has a portion that can be used with a fastener to create static 
fixation, the examiner respectfully disagrees. The aperture of Border (Fig. 1 , 16) is the 
longitudinal bore that extends through the nail from end to end (column 2, lines 33-35). 
Slot 17 and bores 22 are continuous with the aperture 16, as shown in Fig. 3. Thus, the 
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slot 17 and bores 22 can be considered to be part of aperture 16. The slot 17 can be 
considered to be the first portion of aperture 16, and bores 22 can be considered to be 
the second portion of the aperture. The first portion (slot 17) can contain resorbable 
material through which a fastener such as a bone screw can be placed (column 3, lines 
38-49), which can be used in dynamic fixation (column 3, lines 49-52). The second 
portion (bores 22) do not include the resorbabable material, and could be used to 
statically fix two bone fragments. One fastener could be placed through one bore 22 into 
one bone fragment and another fastener could be placed through the second bore 22 
into a second bone fragment. 

Furthermore, with regards to intended use and other functional statements (e.g. 
... for cooperation with the first fastener to provide dynamic fixation ...for cooperation 
with the second fastener to provide static fixation...), they do not impose any structural 
limitations on the claims distinguishable over the device of Border, which is capable of 
being used as claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of 
anticipation does not require that the reference "teach" what the subject patent teaches, 
but rather it is only necessary that the claims under attack "read on" something in the 
reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, 
the manner in which a device is intended to be employed does not differentiate the 
claimed apparatus from prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ2d 1647 (1987). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry Cumberledge whose telephone number is (571) 
272-2289. The examiner can nonnally be reached on Monday - Friday, 8:30 AM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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